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REMARKS 

The Official Action mailed September 21, 2004, has been received and its 
contents carefully noted. This response is filed within three months of the mailing date 
of the Official Action and therefore is believed to be timely without extension of time. 
Accordingly, the Applicants respectfully submit that this response is being timely filed. 

The Applicants note with appreciation the consideration of the Information 
Disclosure Statement filed on October 6, 2003. 

The Office Action Summary erroneously Indicates that claims 1-21 were pending. 
However, claims 1-18 were pending in the present application prior to the above 
amendment. New claims 19-24 have been added to recite additional protection to 
which the Applicants are entitled. Accordingly, claims 1-24 are now pending in the 
present application, of which claims 1, 4, 7, 10, 13, 16 and 19-24 are independent. The 
Applicants note with appreciation the allowance of claims 4-6 (page 3, Paper No. 
2004091 5). For the reasons set forth In detail below, all claims are believed to be in 
condition for allowance. Favorable reconsideration is requested. 

Paragraph 1 of the Official Action asserts that claims 13-18 are substantial 
duplicates of claims 10-12. Paragraph 2 of the Official Action asserts that claims 7-9 
are substantial duplicates of claims 4-6. Paragraph 4 of the Official Action rejects 
claims 1-3 and 10-18 under the doctrine of statutory double patenting (35 U.S.C. § 101) 
and asserts that claims 1-3 and 10-18 claim the same invention as claims 1-6 of U.S. 
Patent No. 6,746,901 to Kasahara et al. The Applicants respectfully disagree and 
traverse each of the above assertions In the Official Action. 

The present application Serial No. 10/678,084 is a divisional application of Serial 
No. 09/847,596, which was published as U.S. Patent Application Publication No. 
2002/0017685, which issued as the above-referenced U.S. Patent No. 6,746,901 to 
Kasahara et al. As a courtesy to the Examiner, the Applicants have provided (1) claims 
1-24 in the '685 publication, which appear to be the same as claims 1-24 as filed in the 
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'596 application, (2) the Species Restriction in the '596 application, and (3) claims 1-6 
as issued in the '901 patent. 



The chart provided below summarizes the relationship between the claims of the 
parent *596 application ^685 publication), the '901 patent, and the present '084 
application: 



'596 application ('685 
publication) 


Species Restriction in the '596 
application 


'901 
patent 


'084 
application 


1-3 


1 


1-3 


N.A. 


4-6 


II 


Canceled 


1-3 


7-9 


III 


Canceled 


4-6 


10-12 


IV 


Canceled 


7-9 


13-15 


1 


4-6 


N.A. 


16-18 


II 


Canceled 


10-12 


19-21 


III 


Canceled 


13-15 


22-24 


IV 


Canceled 


16-18 



Therefore, based on the Species Restriction in the parent '596 application, the 
Applicants respectfully submit that claims 4-6 and 16-18 of the parent application, which 
correspond with claims 1-3 and 10-12 of the present application, constitute a patentably 
distinct species (Species II); claims 7-9 and 19-21 of the parent application, which 
correspond with claims 4-6 and 13-15 of the present application, constitute a patentably 
distinct species (Species III); claims 10-12 and 22-24 of the parent application, which 
correspond with claims 7-9 and 16-18 of the present application, constitute a patentably 
distinct species (Species IV); and claims 1-6 of the '901 patent (Species I), which 
correspond with claims 1-3 and 13-15 of the parent application are patentably distinct 
from claims 1-18 of the present application (Species II, III and IV). 

The claims of each Species are not mere substantial duplicates of one another 
but directed to patentably distinct features. Specifically, the claims are different from 
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each other in that Species I recites forming a plurality of recessed portions from a 

second undercoat insulating film (claims 1-6 of the '901 patent), Species II recites 

forming a plurality of projected portions from a second undercoat insulating film (present 

claims 1-3 and 10-12), Species III recites forming a plurality of recessed portions from a 

first undercoat insulating film (present claims 4-6 and 13-15), and Species IV recites 

forming a plurality of proiected portions from a first undercoat insulating film (present 

claims 7-9 and 16-18). Therefore, claims 13-18 are not substantial duplicates of claims 

10-12, and claims 7-9 are not substantial duplicates of claims 4-6. Furthermore, claims 

1-18 of the present application (Species II, III and IV) are not directed to the same 

invention as claims 1-6 of the '901 patent (Species I). 

Also, the MPEP prohibits the use of a patent issuing from a parent application 

against a divisional application in a double patenting rejection where the divisional 

application was the result of a restriction by the Office. Specifically, MPEP § 804.01, 

under the heading, "Prohibition of Double Patenting Rejections Under 35 U.S.C. 121" 

provides the following: 

The third sentence of 35 U.S.C. 121 prohibits the use of a patent issuing 
on an application with respect to which a requirement for restriction has 
been made, or on an application filed as a result of such a requirement, as 
a reference against any divisional application, if the divisional application 
is filed before the issuance of the patent. The 35 U.S.C. 121 prohibition 
applies only where the Office has made a requirement for restriction. 

The present '084 application was filed before the issuance of the '901 patent, and 
the Office made a requirement for restriction in the parent application '596, which 
resulted in the '901 patent. Therefore, the '901 patent cannot be used as a reference 
against the present '084 application. 

For the reasons stated above, reconsideration and withdrawal of the objections 
and rejections are respectfully requested. 

New claims 19-24 have been added to recite additional protection to which the 
Applicants are entitled. For the reasons stated above and already of record, the 
Applicants respectfully submit that new claims 19-24 are in condition for allowance. 
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Should the Examiner believe that anything further would be desirable to place 
this application in better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number listed below. 

Respectfully submitted, 



Eric J. Robinson 
Reg. No. 38,285 

Robinson Intellectual Property Law Office, P.C. 
PMB 955 

21010 Southbank Street 
Potomac Falls, Virginia 20165 
(571)434-6789 



